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ARGUMENT(S)

Applicant respectfully requests wi thdrawal of the Trademark Attorney
decision that the mark “PIT BARREL COOKER’ is generic. A mark is a
generic nane if it refers to the class or category of goods and/or
services on or in connection with which it is used. In re Dal-A-
Mattress Operating Corp., 240 F.3d 1341, 57

UsPd 1807 (Fed. Cr. 2001), citing H WMarvin G nn Corp.

v. International Association of Fire Chiefs, Inc., 782 F.2d

987, 228 USPQ 528 (Fed. Cir. 1986) (“Marvin G nn”).

The test for determ ning whether a mark is generic is its

primary significance to the relevant public. Section 14(3)

of the Trademark Act; In re Anerican Fertility Society, 188

F.3d 1341, 51 USPQ2d 1832 (Fed. Cir. 1999); Magic Wand I nc.

v. RDB Inc., 940 F.2d 638, 19 USPQ2d 1551 (Fed. G r. 1991);

and H Marvin G nn, supra. The USPTO has the burden of establishing
by clear evidence that a mark is generic and, thus, unregistrable. In
re Merrill Lynch, Pierce, Fenner and Smith, Inc., 828 F.2d 1567, 4
USP@2d 1141 (Fed. Cir. 1987). See also In re Anerican Fertility

Soci ety, supra; and Magic Wand Inc. v.

RDB Inc., supra. “Doubt on the issue of genericness is

resolved in favor of the applicant.” In re DNI Hol di ngs

Ltd., 77 USPQ2d 1435, 1437 (TTAB 2005).

The test for determ ning whether a mark is generic involves a two-
step inquiry. First, what is the genus (category or class) of goods
or services at issue? Second, is the term sought to be

regi stered understood by the relevant public primarily to refer

to that genus (category or class) of goods or services? H

Marvin G nn Corporation v. International Association of Fire

Chiefs, Inc., 782 F.2d 987, 228 USPQ 528, 530 (Fed. Cir. 1986).

The follow ng are exanples of marks that are not generic:

APPLE RAISIN CRISP General MIls, Inc. v. Kellogg Co. 824 R 2d 622, 3
th




USPQ 2d 1442(8 Cir. 1987)

CALI FORNI A COOLER California Cooler Inc. v. Loretto Wnery, Ltd. 774
F2d 1451, 227 USPQ 808 (9'h Gir. 1985)

HONEY BAKED HAM Schmidt v. Quigg, 609 F. Supp 227, 226 USPQ 518 (E.D.
M ch. 1985)

PARK ‘N FLY Park ‘N Fly Inc. v. Park & Fly, Inc. 489 F. Supp. 422

204 USPQ 204 (D. Mass. 1979)

In this case, there is no showng that the public uses “PIT BARREL
COXER" to refer broadly to barbeque grills. See In re Anerican
Fertility Society, 188 F.3d 1341, 51USPQ2d 1832 (Fed. Cr. 1999)
(SOCI ETY FOR REPRODUCTI VE MEDICINE held not generic for association
servi ces because there was no evidence of generic use of the term.

The dictionary definition of “pit” and “barrel” under wwv. dictionary
.reference.comis as follows:

Pit

1. A naturally formed or excavated hole or cavity in the ground,
2. A covered or conceal ed excavation in the ground, serving as a
trap.

Barr el

1. A cylindrical wooden container with slightly bul ging sides nade
of staves hooped together, and with flat parallel ends.

The terns PIT and BARREL used together do not forma generic termor
common nane for an “old fashioned pit made froma barrel” as set
forth by the Attorney. The term“PIT” defines an excavated hol e-
applicant’s goods are not forned in the ground. Further, the
exanpl es given by the Trademark Attorney refer to “barbeque pits” and
“barrels” but there is no showing of the terns used as a ‘PIT BARREL
COOKER . At nost the mark is suggestive of the goods offered but it
is certainly not generic.

Further, applicant’s mark “PIT BARREL COOKER’ is a unitary mark. “A
mark or portion of a mark is considered "unitary" when it creates a
comrerci al inpression separate and apart from any unregi strable
conponent. That is, the elenents are so nerged together that they
cannot be divided to be regarded as separable elenents. If the matter
that conprises the nmark or relevant portion of the mark is unitary,
no disclainmer of an el enent, whether descriptive, generic or
otherwise, is required.” T.ME P. 1213.05.



A phrase qualifies as unitary in the trademark sense only if “the
whol e is something nore than the sumof its parts.” Dena Corp. V.

Bel vedere Int’'l, Inc., 950 F.2d 1555, 1561, 21 USP@d 1047, 1052
(Fed. Cir. 1991). Even where it includes an otherw se unregistrable
conmponent, a unitary phrase as a whole will have “sone degree of

ingenuity in its phraseol ogy as used in connection with the goods; or
[say] sonething a little different fromwhat m ght be expected to be
sai d about the product; or [say] an expected thing in an unexpected
way.” Ex parte Mooresville MIls, Inc., 102 USPQ 440, 441 (Commir
Pats. 1954) (hol ding FROM FI BER TO FABRI C FOR THE STYLE CONSCI QUS

M LLIONS for fabrics capable of registration on the Suppl enental

Regi ster).

Applicant respectfully requests reversal of the Trademark attorney’s
refusal to register Applicant’s nark based on genericness.
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Tothe Commissioner for Trademarks:

Application serial no. 85388236 has been amended as follows:



ARGUMENT(S)
In responseto the substantive refusal(s), please note the following:

Applicant respectfully requests w thdrawal of the Trademark Attorney
decision that the mark “PIT BARREL COOKER’ is generic. A mark is a
generic nanme if it refers to the class or category of goods and/or
services on or in connection with which it is used. 1In re Dal-A
Mattress Operating Corp., 240 F.3d 1341, 57

UsP2d 1807 (Fed. Cir. 2001), citing H Marvin G nn Corp.

v. International Association of Fire Chiefs, Inc., 782 F.2d

987, 228 USPQ 528 (Fed. Cir. 1986) (“Marvin G nn”).

The test for determ ning whether a mark is generic is its

primary significance to the relevant public. Section 14(3)

of the Trademark Act; In re American Fertility Society, 188

F.3d 1341, 51 USPQ2d 1832 (Fed. G r. 1999); Magic Wand I nc.

v. RDB Inc., 940 F.2d 638, 19 USPQ@2d 1551 (Fed. Cr. 1991);

and H Marvin G nn, supra. The USPTO has the burden of establishing by
clear evidence that a mark is generic and, thus, unregistrable. In re
Merrill Lynch, Pierce, Fenner and Smth, Inc., 828 F.2d 1567, 4 USPQd
1141 (Fed. Cir. 1987). See also In re American Fertility Society,
supra; and Magi c Wand Inc. v.

RDB I nc., supra. “Doubt on the issue of genericness is

resolved in favor of the applicant.” In re DNI Hol di ngs

Ltd., 77 USPQ2d 1435, 1437 (TTAB 2005).

The test for determ ning whether a mark is generic involves a two-step
inquiry. First, what is the genus (category or class) of goods or
services at issue? Second, is the term sought to be

regi stered understood by the relevant public primarily to refer

to that genus (category or class) of goods or services? H

Marvin G nn Corporation v. International Association of Fire

Chiefs, Inc., 782 F.2d 987, 228 USPQ 528, 530 (Fed. Cir. 1986).

The follow ng are exanples of marks that are not generic:

APPLE RAISIN CRISP General MIlIls, Inc. v. Kellogg Co. 824 R 2d 622, 3
USPQ 2d 1442(8'" Gir. 1987)

CALI FORNIA COOLER California Cooler Inc. v. Loretto Wnery, Ltd. 774
F2d 1451, 227 USPQ 808 (9'h Cir. 1985)

HONEY BAKED HAM Schmidt v. Quigg, 609 F. Supp 227, 226 USPQ 518 (E.D.
M ch. 1985)

PARK ‘N FLY Park ‘N Fly Inc. v. Park & Fly, Inc. 489 F. Supp. 422, 204

USPQ 204 (D. Mass. 1979)




In this case, there is no showing that the public uses “PIT BARREL
COXER" to refer broadly to barbeque grills. See In re Anerican
Fertility Society, 188 F.3d 1341, 51USPQ2d 1832 (Fed. Cir. 1999)
(SOCI ETY FOR REPRODUCTIVE MEDICINE held not generic for association
servi ces because there was no evidence of generic use of the term.

The dictionary definition of “pit” and “barrel” under ww. dictionary
.reference.comis as follows:

Pi t

1. Anaturally forned or excavated hole or cavity in the ground,
2. A covered or conceal ed excavation in the ground, serving as a trap

Barr el

1. A cylindrical wooden container with slightly bul ging sides nade of
staves hooped together, and with flat parallel ends.

The terns PIT and BARREL used together do not forma generic termor
common nane for an “old fashioned pit made froma barrel” as set forth
by the Attorney. The term“PIT” defines an excavated hol e-applicant’s
goods are not fornmed in the ground. Further, the exanples given by the
Trademark Attorney refer to “barbeque pits” and “barrels” but there is
no showi ng of the ternms used as a ‘PIT BARREL COOKER . At nost the
mark i s suggestive of the goods offered but it is certainly not

generic.

Further, applicant’s mark “PIT BARREL COOKER’ is a unitary mark. “A
mark or portion of a mark is considered "unitary"” when it creates a
commerci al inpression separate and apart from any unregi strable
conponent. That is, the elenments are so nerged together that they
cannot be divided to be regarded as separable elenents. If the matter
that conprises the mark or relevant portion of the mark is unitary, no
di scl ai mer of an el enment, whether descriptive, generic or otherwise, is
required.” T.ME P. 1213.05.

A phrase qualifies as unitary in the trademark sense only if “the whole
is sonmething nore than the sumof its parts.” Dena Corp. v. Belvedere

Int’1, Inc., 950 F.2d 1555, 1561, 21 USPQ@d 1047, 1052 (Fed. Cr.
1991). Even where it includes an otherw se unregi strable conponent, a
unitary phrase as a whole will have “sonme degree of ingenuity inits

phraseol ogy as used in connection with the goods; or [say] sonething a
little different fromwhat m ght be expected to be said about the
product; or [say] an expected thing in an unexpected way.” Ex parte
Mooresville MIIls, Inc., 102 USPQ 440, 441 (Conmir Pats. 1954) (hol ding
FROM FI BER TO FABRI C FOR THE STYLE CONSCI QUS M LLIONS for fabrics
capabl e of registration on the Suppl enental Register).

Applicant respectfully requests reversal of the Trademark attorney’s



refusal to register Applicant’s mark based on genericness.
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Signatory's Name: Ellen Rellly

Signatory's Position: Attorney of record

Signatory's Phone Number: 303-839-8700

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of aU.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/sheis currently the applicant's attorney or an associate thereof; and to
the best of hisher knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his’/her company/firm previously represented the applicant in
this matter: (1) the applicant hasfiled or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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